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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address ~ 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )£*] Responsive to communication(s) filed on 24 July 2003 . 
2a)0 This action is FINAL. 2b)K This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-24 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) S Claim(s) 1-24 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)13 The drawing(s) filed on 24 July 2003 is/are: a)D accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. §119 

12)^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)IEI All b)\J Some * c)D None of: 

1 .[X] Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Priority 

1. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which papers 
have been placed of record in the file. 

Drawings 

2. The drawings are objected to because of the problems addressed in the "Notice of 
Draftsperson's Patent Drawing Review" (PTO-948 form). Correction is required. 

Information Disclosure Statement 

3. The references listed in the Information Disclosure Statement filed on December 3, 2004 
have been considered by the examiner (see attached PTO-1449 or PTO/SB/08A and 08B forms). 

Requirement for Information 

4. Applicant and the assignee of this application are required under 37 CFR 1 .105 to 
provide the following information that the examiner has determined is reasonably necessary to 
the examination of this application. 

5. In response to this requirement, please provide a copy of each of the following items of 
art referred to in the specification, page 3, paragraph 001 1 : "by G Rosenberg et al., titled: "SIP: 
session initiation protocol" RFC 326 1 , July 200 1 ". 

6. The applicant is reminded that the reply to this requirement must be made with candor 
and good faith under 37 CFR 1 .56. Where the applicant does not have or cannot readily obtain 
an item of required information, a statement that the item is unknown or cannot be readily 
obtained may be accepted as a complete reply to the requirement for that item. 
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7. This requirement is an attachment of the enclosed Office action. A complete reply to the 
enclosed Office action must include a complete reply to this requirement. The time period for 
reply to this requirement coincides with the time period for reply to the enclosed Office action. 

Claim Objections 

8. Claim 15 is objected to because of the following informalities: line 4: "TDF" should 
read -PDF—. Appropriate correction is required. 

Claim Rejections - 35 USC §102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351 (a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

10. Claims 1, 3, and 20-24 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Gemmer (US Patent Application Publication 2004/0022233 Al). 

Regarding claim 1, Gemmer discloses a method (e.g. page 2, right column) for 
supporting a communication session (e.g. call) of user equipment, by a communication system 
(SYS) comprising at least one entity between said user equipment and a node with which the 
user equipment is arranged to establish a session, the method comprising the steps of: 

a) establishing a session (call) between the user equipment (A or TEA) and the node (B 
or TEB) via said at least one entity (VER) ("the first connection (A) is actively engaged in a call 
to a second connection (B)" - page 2, claim 1, lines 5-7); 
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b) putting the session on hold ("the connection to the second connection (B) and the call 
arriving at the first connection (A) are held" - page 2, claim 1, lines 7-8; also page 1, paragraph 
0003, lines 11-12); 

c) reserving resources for said session while said session is on hold (resources are 
reserved because the connection with B is held by the switching center VER while a connection 
between A and C progresses) ("In order to make it possible to resume the connection to the 
connection B at some later time, this connection can be held by the switching center VER." - 
page 2, paragraph 0021, lines 8-10); 

d) resuming said session ("the call connection which was placed on hold between the first 
connection and the second connection (B) can be picked up once again" - page 2, claim 1, lines 
14-16; also page 1, paragraph 0003, lines 15-16); and 

e) distributing charging information (page 1, paragraph 0003, line 17; page 2, paragraph 
0020, line 8). 

Regarding claim 3, Gemmer discloses a method (e.g. page 2, right column) for 
supporting a communication session (e.g. call) of user equipment, by means of a communication 
system (SYS) comprising at least one entity between said user equipment and a node with which 
the user equipment is arranged to establish a session, the method comprising the steps of: 

a) modifying an existing session (call) between the user equipment and the node via said 
at least one entity (the existing session/call is modified in the sense it is interrupted; then placed 
on hold) ("interrupting the existing connection" "while the first connection (A) is actively 
engaged in a call to a second connection (B)" - page 1, paragraph 0003, lines 9-10; page 2, claim 
1, lines 5-7); 
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b) putting the session on hold ("the connection to the second connection (B) and the call 
arriving at the first connection (A) are held" - page 2, claim 1, lines 7-8; also page 1, paragraph 
0003, lines 11-12); 

c) reserving resources for the modified session while said session is on hold (resources 
are reserved because the connection with B is held by the switching center VER while a 
connection between A and C progresses) ("In order to make it possible to resume the connection 
to the connection B at some later time, this connection can be held by the switching center 
VER." - page 2, paragraph 0021, lines 8-10); and 

d) resuming said session ("the call connection which was placed on hold between the first 
connection and the second connection (B) can be picked up once again" - page 2, claim 1, lines 
14-16; also page 1, paragraph 0003, lines 15-16) and 

distributing charging information (page 1, paragraph 0003, line 17; page 2, paragraph 
0020, line 8). 

Regarding claim 20, Gemmer discloses everything as applied above (see claim /). In 
addition, the establishing step comprises establishing a session wherein said node comprises user 
equipment (B or TEB) (see citations above). 

As to claims 21 and 23, being corresponding system claims to method claim 1; they are 
rejected for the same reasons explained above. 

As to claims 22 and 24, being corresponding system claims to method claim 3; they are 
rejected for the same reasons explained above. 

Claim Rejections - 35 USC §103 
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11. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

12. Claims 2, and 4-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Gemmer (US Patent Application Publication 2004/0022233 Al) in view of the Admitted Prior 
Art (in general paragraphs 0002-0015 of the present disclosure under the Background of the 
Invention; in particular as cited below). 

Regarding claim 2, Gemmer discloses everything as applied above (see claim 1). 
Gemmer further suggests that the system can be GSM (page 2, paragraph 0019, line 5). 
Nevertheless, Gemmer fails to specifically disclose determining if charging information is 
provided during the establishment of said session and carrying out steps b) to d) only when it has 
been determined that the charging information has not been provided. 

The prior art admitted by applicant (simply " Admitted Prior Art") disclosed on page 5, 
paragraph 0015 of the present disclosure under the Background of the Invention section teaches 
that release 6 for third generation standard (3G) typically requires charging information not to be 
provided for a communication session. Consequently, there is no need to distribute charging 
information because it is not provided under 3G release 6. It should be noted that GSM is 3G. 
For that reason, Gemmer' s invention would be constructively enhanced and would positively 
benefit from 3G release 6 requirements. 

Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to determining if charging information is provided during the 
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establishment of said session and carrying out steps b) to d) only when it has been determined 
that the charging information has not been provided in Gemmer in order to comply with release 6 
for third generation standard as Gemmer' s invention would be constructively enhanced and 
would positively benefit from 3G release 6 requirements. 

Regarding claim 4, Gemmer discloses everything as applied above (see claim J). 
Gemmer further suggests that the system can be GSM (page 2, paragraph 0019, line 5). 
Nevertheless, Gemmer fails to specifically disclose determining if charging information is 
provided during the establishment of said session and carrying out steps b) to d) only when it has 
been determined that the charging information has not been provided. 

The prior art admitted by applicant (simply "Admitted Prior Art") disclosed on page 5, 
paragraph 0015 of the present disclosure under the Background of the Invention section teaches 
that release 6 for third generation standard (3G) typically requires charging information not to be 
provided for a communication session. Consequently, there is no need to distribute charging 
information because it is not provided under 3G release 6. It should be noted that GSM is 3G. 
For that reason, Gemmer' s invention would be constructively enhanced and would positively 
benefit from 3G release 6 requirements. 

Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to determining if charging information is provided during the 
establishment of said session and carrying out steps b) to d) only when it has been determined 
that the charging information has not been provided in Gemmer in order to comply with release 6 
for third generation standard as Gemmer' s invention would be constructively enhanced and 
would positively benefit from 3G release 6 requirements. 
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Regarding claims 5-6, Gemmer discloses everything as applied above (see claim 7). 
Gemmer further suggests that the system can be GSM (page 2, paragraph 0019, line 5). 
Nevertheless, Gemmer fails to specifically disclose using SIP for the session as claimed. 

The prior art admitted by applicant (simply "Admitted Prior Art") disclosed on pages 2-3, 
paragraphs 0008-0009 of the present disclosure under the Background of the Invention section 
teaches that SIP is typically required by newer releases for third generation standard (3G). SEP 
enables two-way telephone calls as well as multi-way conference sessions. It should be noted 
that Gemmer' s GSM is 3G and that Gemmer' s session/call is at least a two-way telephone call. 

UMTS is based on GSM and is 3G. It implements SIP as claimed (see paragraphs 0008- 
0009 of Admitted Prior Art). 

Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to enable Gemmer's invention with SIP in order to comply with newer 
releases for 3 G as it would be a particular requirement of a particular system. 

Regarding claims 7-18, Gemmer discloses everything as applied above (see claim 1). 
However, Gemmer fails to specifically disclose a charging identifier or vector, GCID or ICID, a 
P-charging vector, a GGSN entity, a P-CSCF entity, a PDF function, COPS messages, and a user 
agent server as defined by applicant. 

The prior art admitted by applicant (simply "Admitted Prior Art") disclosed on page 4, 
paragraph 0013 of the present disclosure under the Background of the Invention section and 
paragraphs 0039-0040 teaches that GPRS typically requires a GGSN entity, a P-CSCF (PDF) 
entity, a GPRS charging identifier (GCID) sent from the GGSN to the P-CSCF (PDF) typically 
using COPS to enable charging. GPRS is a particular GSM service. GSM is 3G. Therefore, 
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combinable with Gemmer' s teachings given that Gemmer teaches that the system can be GSM 
(page 2, paragraph 0019, line 5 of Gemmer). A user agent server as claimed is a particular 
requirement of 3G release 5 (see paragraph 0014 of the Admitted Prior Art). 

Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to enable Gemmer' s invention with a charging identifier or vector, 
GCE) or ICID, a P-charging vector, a GGSN entity, a P-CSCF entity, a PDF function, COPS 
messages, and a user agent server as required by GPRS because GPRS is a particular GSM 
service and Gemmer teaches that the system can be GSM; therefore, these would be particular 
requirement of a particular system as choice of engineering design. 

However, Gemmer fails to specifically disclose a user agent server as claimed. Such is a 
particular requirement of 3G release 5 (see paragraph 0014 of the Admitted Prior Art) 

Regarding claim 19, Gemmer and the Admitted Prior Art disclose everything as applied 
above (see claim 5). In addition, the Admitted Prior Art discloses charging information is sent in 
an INVITE message as claimed (via UPDATE message; paragraphs 0013-0014). 

Examiner's Remarks 

13. It has been noticed that the drawings of Gemmer (US Patent Application Publication 
2004/0022233 Al) do not appear to match with Gemmer's written description. However, the 
rejection is based on the written description, not the drawings. The figures referenced in the 
Gemmer's written description are not of record. It has been noticed, however, that Gemmer finds 
adequate support in the priority document (PCT/DE01/03975 published as WO 02/34003) as it 
contains the same as in the US Patent Application Publication to Gemmer. For Applicant's 
convenience a copy of WO 02/34003 is being attached. 
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Citation of Pertinent Prior Art 



14. The prior art made of record and not relied upon is considered pertinent to applicant's 



Adamek et al. (US Patent Application Publication 2002/0176559) discloses a pertinent 
communications system. 



15. Any inquiry concerning this communication from the examiner should be directed to 
Eliseo Ramos-Feliciano whose telephone number is 571-272-7925. The examiner can normally 
be reached from 8:00 a.m. to 5:30 p.m. on 5-4/9 1st Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lester G. Kincaid, can be reached on (571) 272-7922. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



disclosure. 



Conclusion 




ERF/erf 
July 27, 2005 



ELISEO RAMOS-FEUCIAMO 
PATENT EXAMINER 



